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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte BRI ON JACKSON
and MARVI N W LLI AMS

Appeal No. 96-1082
Application 08/ 275, 882!

ON BRI EF

Bef ore URYNOW CZ, JERRY SM TH, and BARRETT, Adninistrative
Pat ent Judges.

JERRY SM TH, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

t Application for patent filed July 15, 1994. According
to appellants, this application is a continuation of
Application 07/779,024, filed Cctober 18, 1991.
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This is a decision on the appeal under 35 U S.C. § 134
fromthe exam ner’s rejection of clains 10-17, which
constitute all the clains remaining in the application.

The di scl osed invention pertains to a nethod for
di splaying a preview of a text string as it will actually
appear on a peripheral device, such as a printer, based on the
nature of the application running and the sel ected periphera
device. More particularly, query paraneters are used to
access a table which stores bit maps containing a facsimle
response of a conbination of an application and a periphera
devi ce.

Representative claim 10 is reproduced as foll ows:

10. A nethod of assenbling an imge for display of a
conmbi ned response of at |east an application and a periphera
device frombit nmaps of inage data including the steps of

determning at | east one of first, second and third query
paranmeters in accordance with at | east one of said application

and sai d peripheral device,

obtaining a table address in response to a query portion
containing first and second query paraneters,

addressing at |east one bit map containing a facsimle
response of a conbination of an application and a peri phera
device in response to said table address, a text string and a
third query paraneter, and

di spl ayi ng said at | east one bit map.
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The exam ner relies on the follow ng references:
Boulia et al. (Boulia) 4,594, 674 June 10, 1986
Torres 5, 001, 697 Mar. 19, 1991

In the final rejection clainms 10-17 were rejected
under 35 U. S.C. 8§ 102(b) as being anticipated by a patent
granted to Rush [4,686,649]. dains 10-17 were also rejected
under
35 U.S.C. 8 103 as being unpatentable over “Torres and Boulia
in view of Rush.” In response to the appeal brief, the
exam ner withdrew the rejections based upon Rush [answer, page
2]. dains 10-17 now stand rejected under 35 U. S.C. § 103 as
bei ng unpatentabl e over “Torres... and Boulia” [ld. at page
3]. Although the exam ner refers to the conbi ned teachi ngs of
Torres and Boulia with respect to clains 16 and 17, the
exam ner al so reads each of clainms 10-15 on Boulia and reads
each of clains 10-17 on Torres in an antici patory manner.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

OPI NI ON
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We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunments set forth in the briefs along with the exam ner’s
rationale in support of the rejection and argunments in
rebuttal set forth in the exam ner’s answer

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 10-17. Accordingly, we reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nmake the factual deter-

m nations set forth in G ahamyv. John Deere Co., 383 U S. 1,

17, 148 USPQ 459, 467 (CCPA 1966), and to provide a reason why

one having ordinary skill in the pertinent art would have been
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led to nodify the prior art or to conbine prior art references
to arrive at the clained invention. Such reason nust stem
fromsone teaching, suggestion or inplication in the prior art
as a whole or know edge generally avail able to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044,

1051, 5 USP@d 1434, 1438 (Fed. Cr.), cert. denied, 488 U S.

825 (1988); Ashland QI, Inc. v. Delta Resins & Refractories,

Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cir. 1985),

cert. denied, 475 U S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essentia

part of conplying with the burden of presenting a prima facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQed 1443, 1444 (Fed. Cir. 1992).
In the final rejection of the clainms under 35 U. S. C
8§ 103, the exam ner basically took the position that Boulia
and Torres disclosed the invention as clainmed except for the
facsimle response of the addressing step (claim10) and the
retrieving step (claim114). The examner relied on Rush to

support the obviousness of this feature of the clainms. Since
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Rush is no longer relied upon in the rejection of the clains,
t he exam ner now asserts that the claimed facsimle response
I's disclosed in both the Boulia and Torres references. The
exam ner has al so now read the clained invention on the

di scl osures of Boulia and Torres in an anticipatory manner.

The original appeal brief is primarily directed to
poi nting out the inadequacies of the Rush reference which was
relied on for all the rejections in the final rejection.
Appel l ants al so pointed out in the original brief, however,
that there is no teaching or suggestion in Torres of a
facsimle response which conbi nes an application and a
peri pheral device as clained. Wth respect to Boulia,
appel l ants argued that there is also no teaching therein of a
facsim |l e response which conbi nes applications with periphera
devi ces.

The exam ner responded to appellants’ argunents by
reiterating that Boulia and Torres teach “facsim| e response”
in the sense of “exact copy or |ikeness” [answer, page 12].
Appel | ants responded that the devices of Boulia and Torres do

not provide a facsimle response of a conbination of an
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application and a peripheral device as recited in the appeal ed
cl ai ns.

W agree with appellants. In our view, the exam ner
has not properly interpreted the scope of the clained
I nvention nor the disclosures of Boulia and Torres. A
critical feature of independent clains 10 and 14 is that the
stored bit maps contain “a facsim|le response of a conbi nation
of an application and a peripheral device.” W construe this
cl ai m |l anguage as requiring that the stored bit maps be a
function of both the application running and a peri phera
devi ce upon which the information is to be generat ed.
Al t hough the exam ner asserts that this condition is present
in Boulia and Torres, we agree with appellants that the
cl ai med feature quoted above is not suggested by Boulia and
Torres, whether considered individually or together.

Al t hough we consider the stored bit maps of Boulia and
Torres to be a facsimle response of “sonething”, that
sonmething is not a conbination of an application and a
peri pheral device. The bit maps stored in Boulia and Torres
are based on information derived only fromthe sel ected font

and itens related to that font. There is no suggestion in
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Boulia or Torres that the stored bit maps are different based
on the application running or on an attached peri pheral device
or on a conbination thereof. Al though Boulia and Torres
suggest that data is displayed and/or printed, the stored bit
maps whi ch are displayed are not a function of a conbination
of an application and a peripheral device as cl ai ned.

Si nce the exam ner has not properly addressed the differences
bet ween the clained invention and the teachings of the applied

references, the examner has failed to establish a prim facie

case of the obviousness of the appeal ed clains.
Therefore, the decision of the exam ner rejecting clains
10-17 under 35 U.S.C. § 103 is reversed.

REVERSED

STANLEY M URYNOW CZ, JR )

Adm ni strative Patent Judge )
)
)
)

JERRY SM TH ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

LEE E. BARRETT )

Adm ni strative Patent Judge )
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